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DETAILED ACTION 

This Office Action is in response to the Applicant's request for continued examination received 
6/7/07. Claims 3-13 are pending. Claims 1 and 2 are cancelled. 3-10 have been amended. 
Claims 11-13 are new. 

Response to Applicant's Arguments — 35 U.S.C § 112 

In the response submitted by the Applicant the 35 U.S.C § 1 12 rejection of claims 3 and 5 
are withdrawn in light of the Applicant's amendment. 

Response to Applicant's Arguments— 35 U.S.C § 103 

In the response submitted by the Applicant, the 35 U.S.C § 103 (a) rejection of claims 3- 
10 over Yvin et al. in view of Bawa et al. were considered but not found persuasive. 

The Applicant argues that there is nothing in Yvin et al. that suggests that their solution 
could be used to "disinfect contact lenses by rinsing them" (Applicant Response, page 8. 
paragraph 3). The Applicant further argues that while Yvin et al. does use their solution, which 
Applicant admits is identical to the one required in the instant claim, to replace water in the 
ocular inserts and replacing the water is not the same as disinfecting the contact lenses by rinsing 
them (AppHcant response, paragraph 4). The Applicant adds that rinsing the contact lenses with 
the claimed solution disinfects the lenses by preventing the buildup of micro-organism and 
deposits and removes them from the lens. 

The Applicant is reminded that this method contains one active step, that of rinsing the 
contact lenses with the ionic solution. Since method claims are defined by their steps, art reading 
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on rinsing a contact lens with the claimed solution will inherently accomplish the step and thus 
accomplish the method of disinfecting contact lenses. 

While Yavin et al. teaches that their ionic solution can be used to replace water in ocular 
inserts as well as clean the eye, they fall short of explicitly stating that the solution is used to 
rinse contact lenses. However as stated in the previous Office Action, Bawa et al. does teach that 
contact lenses alternatively act as ocular inserts and are made of hydrophilic polymers (Bawa, 
claim 6, col 2, lines 23-34, and col 7 line 5). One of ordinary skill in the art would recognize, 
especially one that has had contact lenses made of hydrophiUc polymers, that these lenses tend to 
cause dry eyes because of the lenses lose water throughout the day causing eye dehydration and 
deposit precipitation, as supported by Refojo (page 38, paragraph 2 and page 39 "Effects of Lens 
Hydration"). Therefore one of ordinary skill in the art would understand that more water would 
need to be added to the eye and since the invention of Yvin et al. already has the pH and 
osmolality of natural tears (Yvin paragraph 39) and is free of preservatives (Yvin paragraph 40) 
and is aheady used to wash the eye (Yvin, paragraph 84) and its appendages it would have been 
obvious to someone skilled in the art to use the solution to wash the contact lens with the 
solution of Yvin et al. to rehydrate the lenses. Since one of ordinary skill in the art would 
understand that the act of washing includes the active step of rinsing with the solution limited in 
the claims, the disinfecting method of claim 3 is met by the combination of Yvin et al. and Bawa 
et al. with the support of Refojo. Therefore the rejections stands and is repeated below with 
modifications to address the new claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yvin et al. 
(WO 01/49304) in view of Bawa et al. (U.S. Patent # 4,931,279). Since WO 01/49304 is in 
French the U.S. Patent Application # 2003/0152645 is being provided as an English language 
equivalent since both are derived from PCT/FROO/03709. While this Office Action cites the 
U.S. Patent AppHcation out of convenience the rejection is made over WO 01/49304. 

These claims are drawn to a method to use an aqueous ionic solution obtained from 
seawater to rinse contact lenses. 

Yvin et al teach a solution of claims 3-13. They teach a solution comprising the 
following (page 2, paragraphs 29-35 and paragraphs 47-54): 

Na+ from 1300 to 1500 mg/L or preferably from 500 to 1000 mg\L 

K+ from 5000 to 6000 mg/L 

Mg++ from 100 to 200 mg/L 

CaH-+ from 40 to 200 mg\L 

CI- from 4,500 to 6,000 mg/L 

pH of 7.45 

osmolality of 309 mOsm/kg 

Yvin et al. fiirther teach that the solution can be used "for treating and cleaning the eye 
and all its appendages" (page 4, claim 1) and "in the form of lotions intended to for washing the 
eye, in the form of coUyria, opthalmological gels, or to replace the water in ocular inserts" (page 
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3, paragraph 84). Yvin et al does not specifically teach the use of their solution for rinsing 
contact lenses. 

However Bawa et al. teach that contact lenses can alternatively act as ocular inserts (col 
12, claim 6). The applicant argues that Bawa et al. only teach ''a sustained release polymeric 
matrix which is moldable to any shape, among the shape of contact lens" (applicants response 
page 6, last paragraph). However this is not the case. The patent of Bawa et al. clearly and 
explicitly intends to use their polymeric matrix to produce contact lenses as ocular inserts as 
taught in column 7, line 5 and column 2 lines 23-34 of their patent. They also teach that their 
contact lenses are made of hydrophobic and hydrophilic materials (see abstract). 

It would therefore have been obvious for the person of ordinary skill in the art to use the 
composition of Yvin et al. to rinse contact lenses. The motivation is provided by Yvin et al. 
who teach a solution for ocular insets with the reasonable expectation of success provided by 
Bawa et al, who show that contact lenses are considered ocular implants. Therefore, the 
invention as a whole would have been prima facie obvious at the time of filing in view of the 
references listed above and as such claims 3-10 are not allowable. 

In simmiary no claims, as written, are allowed for this application. 

In response to this office action the applicant should specifically point out the 
support for any amendments made to the disclosure, including the claims (MPEP 714.02 and 
2163.06). Due to the procedure outlined in MPEP § 2163.06 for interpreting claims, it is noted 
that other art may be applicable under 35 U.S.C. § 102 or 35 U.S.C. § 103(a) once the 
aforementioned issue(s) is/are addressed. 
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Applicant is requested to provide a list of all copending U.S. applications that set 
forth similar subject matter to the present claims. A copy of such copending claims is requested 
in response to this Office action. 
CONTACT INFORMATION 

Any inquiry concerning this communication or earher communications from the 
examiner should be directed to Thane Underdahl whose telephone number is (571) 272-9042. 
The examiner can normally be reached Monday through Thursday, 8:00 to 17:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached at (571) 272-0926. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubUshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CAI^kei^or 571^7^1000. 
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Art Unit 1651 




